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Art Unit: 2859 

REMARKS 

Claims 1-28 are pending in the present application. Claims 1, 2 and 23 are amended 
herein to more clearly describe the invention. Applicants respectfully submit that no new matter 
is added by the current amendments. 

Record of Telephonic Interview: 

A telephonic interview was conducted on 13 May 2004 between Applicants' attorney, 
Joseph P. Quinn, Examiner Mirellys Jagan and Supervisory Patent Examiner Diego Gutierrez 
(hereinafter "the Examiners"). 

The Examiners indicated that a new affidavit should be filed to declare that the present 
invention antedates U.S. Patent Publication No. 2002/0181545 to Babkes. It was agreed that all 
of the rejections under 35 U.S.C. 102(e) should be withdrawn once a proper declaration is 
submitted with evidence proving that U.S. Patent Publication No. 2002/0181545 to Babkes is not 
available prior art. 

The remainder of the interview consisted of discussions of the Examiner's rejections 
under 35 U.S.C. 103(a) over U.S. Patent No. 4, 619,271 to Burger, U.S. Patent No. 5,347,476 to 
McBean Sr. (hereinafter "McBean") and U.S. Patent No. 3,681,991 to Eberly Jr. (hereinafter 
"Eberly"). Applicants' attorney maintained that the rejections under 35 U.S.C. 103(a) are 
improper because improper hindsight would be required to find motivation to dissect and 
combine the references in such a way as to achieve the present invention as claimed. No 
agreement was reached with regard to the rejections under 35 U.S.C. 103(a). Applicants' 
attorney agreed to file the present written response indicating why improper hindsight would be 
required to combine McBean Sr. and Eberly in a way that would render the present claims 
obvious under 35 U.S.C. 103(a). 
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Rejections Under 35 U.S.C. 102(e) 

The Examiner rejected claims 1-28 under 35 U.S.C. 102(e) over U.S. Patent Publication 
No. 2002/0181545 to Babkes (hereinafter "the Babkes '545 application"). Applicants 
respectfully submit that the present invention was made before the filing of the Babkes 4 545 
application. Mitchell H. Babkes and Y. Dennis Yerlikaya were co-inventors of the present 
invention, which was described but not claimed in the Babkes '545 application. The present 
claims of Babkes and Yerlikaya cover different inventive aspects of the same device described in 
the Babkes '545 application, which Babkes and Yerlikaya developed while working together as 
employees of the common assignee. An affidavit under 37 C.F.R. 1.131 is submitted herewith 
including Y. Dennis Yerlikaya's declaration that the present invention antedates the c 545 
application and including documentary evidence in support of Mr. Yerlikaya's declaration. 
Applicants submit that the Babkes ' 545 application is therefore unavailable as a reference under 
35 U.S.C. 102(e) and that each of the rejections relying on Babkes should be withdrawn. 

Rejections Under 35 U.S.C. 103(a) 

In light of the affidavit under 37 C.F.R. 1.131 submitted herewith, Applicants 
respectfully request that the Examiner withdraw each of the rejections under 35 U.S.C. 103(a), 
which rely on the Babkes '545 application. 

The Examiner rejected claims 1-7, 9, 1 1, 13 and 28 under 35 U.S.C. 103 (a) over McBean 
in view of Eberly. Applicants respectfully disagree with the Examiner's assertion that "it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the removable module disclosed by McBean by adding a chamber in the module for 
storing the probe and a chamber in the module for storing a supply of disposable probe covers, as 
taught by Eberly. . 
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Applicants respectfully submit that Eberly does not teach or suggest a removable module 
of any sort. Rather, Eberly discloses an electronic thermometer that includes a probe, a probe 
storage chamber and a probe cover storage chamber among other typical components of an 
electronic thermometer such as temperature calculating components, a display, a housing, etc. 
Accordingly, Eberly alone does not teach or suggest the removable module of the present 
invention. 

Applicants further respectfully submit that McBean does not teach or suggest a 
temperature probe storage chamber or a temperature cover storage chamber in a removable 
module. Rather, McBean merely discloses a generic instrumentation system with generic 
removable sensor modules. Accordingly, McBean alone does not teach or suggest the removable 
module of the present invention. 

Applicants submit that the probe storage chamber in Eberly is part of the housing and that 
Eberly does not teach or suggest separating the probe storage chamber away from the housing to 
a removable module, nor does Eberly suggest any reason or advantage for doing so. Moreover, 
McBean does not suggest any reason for adding a probe cover storage chamber to a removable 
module. 

It does not logically follow, as the Examiner asserts, that A) because thermometers 
having housings with probe cover storage chambers are known as taught by Eberly, and B) 
instrumentation systems having removable sensor modules are known as taught by McBean, then 
C) thermometers having removable sensor modules with probe cover store chambers on the 
module are obvious. On this basis, it is even less logical to assert that thermometers having 
removable sensor modules with probe cover storage chambers AND probe storage chambers on 
the module as claimed are obvious. 
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Applicants respectfully submit that it is improper for the Examiner to selectively dissect 
an elementary component (i.e., cover storage chamber) from one reference for combining with a 
completely unrelated component (i.e., sensor module) in another reference where no reason for 
doing so is suggested in either reference. Such selective dissection and combination of 
elementary components from various references certainly requires use of improper hindsight. 

During the telephonic interview of 13 May 2004 with Applicants' attorney, the Examiner 
indicated that the motivation to combine would be available to persons of ordinary skill in the art 
because of the known need (solved by the present invention) to avoid cross-contamination of 
temperature probes. Applicants submit that knowledge of the existence of a problem in the field 
does not render its solution obvious. This is especially true in the present matter wherein each of 
the cited references are highly susceptible to the problem of cross contamination. Improper 
hindsight is required to look back among the references, and to pick and choose elementary 
components thereof which heretofore had not been combined to solve a long existing problem 
(i.e., to take the inventive step). 

Applicants respectfully submit that each of the remaining rejections under 35 U.S.C. 
103(a) rely on the improper combination of Eberly and McBean. Since none of the cited 
references alone or in any combination with the other cited references teach or suggest each and 
every element of the independent claims, the Examiner has not made out a prima facie case of 
obviousness under 35 U.S.C. 103(a). Accordingly, the rejections of claims 1-28 are improper 
and should be withdrawn. 

In light of the foregoing remarks, Applicants request the Examiner's reconsideration and 
withdrawal of the rejections to claims 1-28. Applicants believe that this application is now in 
condition for allowance and such action at an early date is earnestly requested. 
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Please charge any fees or credits to deposit account No. 50-0369 . Also, in the event any 
additional extensions of time for responding are required for the pending application(s), please 
treat this paper as a petition to extend the time as required and charge deposit account No. 50- 
0369 therefore. 


Respectfully submitted, 


Dated: August 17. 2004 



Customer No. 21710 
Attorney for Applicants 

BROWN RUDNICK BERLACK ISRAELS LLP 

Box IP 

One Financial Center 
Boston, MA 02111 
Tel: 617-856-8396 
Fax: 617-856-8201 
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CERTIFICATE OF MAILING 


I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is being 
deposited with the United States Postal Service on the date shown below with sufficient postage as first class 
mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 1 3-1450 on: 


Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

AFFIDAVIT/DECLARATION OF PRIOR INVENTION 
UNDER 37 C.F.R. S 1.131 

I, Y. Denis Yerlikaya, declare: 

That I am a citizen of the United States and reside at 13257 Kenroyal Drive, St. Louis, 
Missouri. 

That I am one of the co-inventors in the above-identified patent application. 

That I am familiar with the above-identified U.S. Patent Application Serial No. 
09/942,334 and with U.S. Patent Application Publication No. 2002/0181545 to Babkes cited by 
the Examiner. 

That I conceived of and/or co-invented and reduced to practice in the United States the 
subject matter claimed in U.S. Patent Application Serial No. 09/942,334 prior to May 29, 2001, 
the filing date of U.S. Patent Application Publication No. 2002/01 8 1 545 to Babkes. 


Date: August 17, 2004 


Bv: flW/g.jfeyU* 
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The attached K-rhihii- A is a copy of an invention disclosure form describing an iso- 
chamber as a portable frame, which camcs both the patient temperature probe and a cardboard 
box containing the disposable plastic probe tips. The invention disclosure form includes a set of 
sketches and drawings which I made prior to May 29, 2001 showing the removable module, 
temperature calculating unit and connector mounted EEPROM. 

That Exhibit A describes and proves conception and reduction to practice of each of the 
claims in U.S. Patent Application Serial No. 09/942,334 prior to May 29, 200L 

That the undersigned declares further that all statements made herein of his own 
knowledge are true and that all statements made on information and belief are believed to be 
true; and further that these statements were made with the knowledge that willful false 
statements an the like so made arc punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may jeopardize 
the validity of the application or any patents issuing thereon* 

So declared by: 

Signed: p ^.^jjW? /UjuJ/La , ■ 
v Y. Denis Yerlikay^ (] 

Date: August 2004 
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INVENTION DISC LOSURE 
'Supplement to Docket No. M-1096^HB| 




Date Typed: 


1 . Title or Subject of Invention: Use of a Chip Scale Package EEPROM IC for Probe Temperature (Refer to Page I) 


2. Name(s) of Inventor(s): Y. Denis Yerlikaya 


5. Detailed Description of the Invention: (Describe purpose, structure, operation, if an apparatus or article; describe 
steps, conditions and results, if a process; give components, proportion and synthesis, if composition of matter. 
Attach dated blueprints, sketches and/or photographs, if available and appropriate. This description should. enable a 
person not familiar with the subject matter to understand the invention. If a supplementary sheet is required, it should 

be signed, dated, and referenced herein.): 

The main purpose of this invention is to design a state-of-the-art Fast Temp Thermometer System that would 
effectively reduce patient exposure to various sources of cross-contamination by using an instantly detectable and 
identifiable isolated chamber-based, accurate, fast, easily and accurately calibrated and affordable temperature probe 
sub-system. The following description will explain the way this invention allows all these performance enhancing 
features simply by. using a parasite power 256 bit Single Wire EEPROM IC embedded in the probe cable connector. 

The Parasite Power 256 Bit Single Wire Communicating 1-Wire EEPROM IC will be soldered onto a small PCB 
which will be placed inside the instrument end connector of the coil cord of the probe and will be ovennolded and 
covered with strain relief. The data line of the EEPROM will be directly connected to a single port pin of the 
thermometer microprocessor. Since it will receive its power from the same data line, it will not require any other - • 
power supply connection. It will communicate with the microprocessor at up to 16.3K bits per second. Upon power 
up, the microprocessor will automatically read the unique, factory-laser programmed and validated 64-bit registration* 
number to assure absolute identity of the probe and then will teidd the additional pre-stored 256-bksaiibration :afid>& 
algorithm parameters which characterize only that particular probe tip sensor. 

Refer to Page I and II, Item 5 and the Lab Book Recorded DS2430AX 1-Wire EEPROM data sheets for details'. 

Advantages of the invention over such prior practice; * 
• Provides a means of instant identification of a mobile iso-chamber based temperature probe. Since the patient 
probe is an integral part of the iso-chamber, all cross contamination possibilities listed in the Attorney Docket No. M 
1UZZ will De eliminated. __ . 


Refer to Page II Item 6 for details 

^oncepaon juate: t<jive aay, montn ana year mat mea tor invention was conceived ana specity records rehed on.) 


J|att||staKeicn: ^denary earnest sjcetcn or drawing and provide copy, it available.) 


3. Sherwood-Davis & Geek Division: R&D - Medical Products 


4, R&D Project No.: 4146 



Reduction to Practice : (Identify earliest date that invention was operated, produced and/or used and state details as 
to extent and place, and give names of any witnesses present.) 

By uslag various PS 2430 AX l-wire EEPROM samples, the eeprom Proa-amming Cdam read and data wtite ' ) w ar 
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Prior Disclosure: (Identify any disclosure, demonstration or Rowing of the invention by any mode to anyone not 
employed by Sherwood and state when and to whom, whetherlorifidential or not, and identify any records reliec 
None ; 


1 1 . Test or Manufacture: (Identify date of any past or scheduled clinical or marketing testing and/or manufacturing 
release.) • 


Initial Testing was completed during the month o; 



SIGNATURE(S) of INVENTORY) 
Inventor 


w ^(Signature)/ 
(Type or print name): \j 2>/Wc li 


Date: 
Citizenship: U.S. 


Residence 

Address: fr**/*»ygj <?T. fa.sLcj.Mo 6?l3f 


Inventor 


(Type or print name): 

Residence 

Address: 


Inventor 


(Type or print name): 

Residence 

Address: 


(Street, City, County and State or Country) 


Date: 


(Signature) 


Citizenship: U.S. 


(Street, City, County and State or Country) 


Date: 


(Signature) 


Citizenship: U.S. 


(Street, Uity, County ana state or country; 


WITNESSED: 

The above invention disclosure has been read and understood by the following two co- workers who are not inventors. 

'^&l£&jL></ Date: 


Read and Understood 
(Type or print name): 
Read and Understood 



Date: 
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(Continued from Page 1, Item 1) 

Calibration and Automatic Iso-Chamber-Based Probe Detection and Identification 
(Continued from Page 1, Item 5) 

Because of the strict cost containment of this thermometer project, one low-cost 
embodiment in which an RJ-45 modular plug at the end of a 5-conductor coil cord and a 
mating telephone jack was selected. 

In this concept, one end of the cable is attached to the temperature probe. The other end 
has a PCB with 8 gold plated pads, 5 of which are connected to the 5 conductors of the 
cable, 2 of the pads are connected to the EEPROM chip, and one is unconnected. In one 
design approach, the PCB containing the EEPROM IC slides into the module housing 
and is sealed and over-mol ded with a strain relief (As shown in attached TycO 
Electronics' sketches dated^^JBA In another approach, the portion of the PCB 
containing the EEPROM an^n^aole connections is sea led and ov er-molded with a 
strain relief (As shown in attached Kendall's sketch dated^^H^ In both approaches, 
the over-molded connector portion of the cable, as shown m Figures 1 and 2,, is 
pennanendy attached to the wall of the mobile iso-chamber module. 

The iso-chamber is a portable frame, which carries both the patient temperature probe 
and a cardboard box containing the disposable plastic probe tips. When the iso-chamber 
module is inserted into the thermometer, either the 8-gold plated contacts (in one 
embodiment) are mated with a standard telephone jack located on the thermometer wall, 
or in the other embodiment, the 8 gold-plated pads, of the cable are mated with a 
customized sealed connector. 

The feasibility study of the above listed concepts indicated that making both the cable 
plug and the telephone jack leak proof would create many manufacturing challenges and 
would increase the price of these components beyond the acceptable target cost. Since it 
was necessary that the thermometer system meet the GEN Standard's water resistance 
compliance requirement, these parts had to be designed so that they were water-resistant. 
After consulting various connector manufacturers, Tyco Electronics was selected as a co- 
developer with Kendall to complete the design of the following water-resistant cable 
connector and mating header .assembly embodiments. 

In this concept, one end of the cable is attached to the patient temperature-sensing probe. 
The 5 conductors at the other end of the cable are soldered on a PCB with 7 specially 
distributed gold pads, 5 of which are directly connected to the 5 conductors of the cable, 
and 2 of the pads are connected to the EEPROM IC (sketch #1 attached). The PCB slides 
underneath the surface of the connector housing, and the pads are aligned with 5 spring- 
loaded, water-resistant pogo pins which are tightly embedded into the connecting surface 
of the housing (sketch #2 attached). The whole connector assembly is then sealed and 
over-molded with the strain relief (sketch #3 attached). 

The mating header assembly is designed by inserting 7 stamped metal terminal pins are 
inserted into a special housing and are sealed between the contacts and housing cavities 
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(Tyco Electronics' attached sketches dated^mH^H^HB* This mating 
header assembly has water-resistant terminals and connector rims because the backend of 
these terminals will be soldered or interfaced with the main thermometer control board 
which is located behind the instrument case wall. The main criteria for designing such a 
connector is that it should not allow any water penetration or seepage through its 
terminals and rims inside the thermometer case. The header has a groove all around the 
body to accept and lock the mating cable connector to form an electrical connection once 
the iso-chamber is inserted into the thermometer. 

The connector housing of the probe cable is designed so that it can be inserted and locked 
into the special groove of the iso-chamber. Therefore, the temperature-sensing probe 
with the coil cord becomes an integral part of the iso-chamber (sketches #4 and #5 
attached). $ 

The EEPROM chip which is embedded in the cable connector holds all the necessary 
information required for an accurate two-point calibration of the thermistor sensors 
located inside that particular probe tip. This information includes the calibration-related 
parameters such as thermistor resistor values at two different reference temperatures, the 
probe identification information related to type of iso-chamber-based probe (rectal or 
oral/axillary), unique assembly part number, date code, CRC, and other manufacturing 
related data. 

(Continued from Page 1, Item 6) 

• Will facilitate effective inteichangeability of different types of iso-chamber-based 

probes (red or blue) or different probes of the same kind, (e.g. all blue) without 
requiring very time consuming and skilled labor intensiychardware modification. 

• Will allow the thermometer to perform better arid be more accurate than the 

conventional art. It allows the use of more than one "thermistor sensor, if necessary, 
and holds all calibration parameters of the thermistor sensors at the tip of the probe 
which are taken at least at two different reference temperatures. 

• The capability of holding two reference point parameters would yield an 

uncompromising advantage over conventional single point systems in the following 
categories: - 

> Reduces the linearity errors and improves the regression process through use of 

the software program 

> Allows the use of a lower cost, lower thermal mass thermistor chip with a looser 

tolerance as opposed to the conventionally used tight tolerance, expensive and 
bulky glass encapsulated thermistor bead, thus improving the over-all response 
and thermal time constant of the probe 

> Eliminates intensive labor and human error, and reduces the cost of the probe. 
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